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DETAILED ACTION 

1 . This office action is in response to Applicant's request for clarification and 
reconsideration filed Jaiiuary 17 and March 15, 2007, respectively. 

2. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

Claim Rejections - 35 USC § 103 

3. Claims 55-59 are again rejected under 35 U.S.C. 103(a) as being unpatentable over 
Chung (US 2004/0036623). 

Claim 55: 

Chung discloses a method for monitoring administration of a medical product to a 
patient, the medical product comprising a Radio Frequency identification (RFID) tag for storing 
data related to the medical product, the method comprising: 

a. reading the RFID tag 200 associated with the medical product to obtain the data 
stored in the RFID tag when the medical product passes along a transport path 

b. accessing data associated with a patient, and verifying that the patient is intended 
to receive the medical product by comparing the data obtained from the RFID tag with 
the data associated with the patient (para. [0042].) 

See fig. 6 and page 12, para. [0132] to page 14, para. [0136]. 
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It is not clearly stated that the data stored in the RFID tag is obtained when the product 
passes through an entrance to the patient's room. Nonetheless, the reference suggests that the 
product (tracked object) is tracked along a transport path. Thus, it would have been obvious to 
one skilled in the art to read the object RIFD in Chung as it passes the entrance of a patient's 
room because the system is intended for use to verify that the medication should be administered 
to the right patient. 

Claim 56: 

The verifying step disclosed in Chung's further comprises comparing a product identifier 
from the data obtained from the RFID tag with a product identifier from the data associated with 
the patient. 

Claim 57: 

In Chung's, the product identifier comprises at least one of a product name, a dosage, and 
a product serial number. . 
Claim 58: 

The method in Chung's further comprises displaying a mismatch notification when there 
is a mismatch between the data obtained from the RFID tag and the data associated with the 

^r^4'l^^4^ Do-'- rmooi 

Claim 59: 

Chung's method further comprises activating an output device when there is a mismatch 
between the data obtained from the RFID tag and the data associated with the patient. Para. 
[0138]. 
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4. Claims 1-10, 30-54, and 60-70 are again rejected under 35 U.S.C. 103(a) as being 
unpatentable over Chung (US 2004/0036623) in view of Issacman et al, (US Patent No. 
6,127,928). 

Claim 1: 

Chung discloses an apparatus for monitoring administration of medical products to a 
patient, each of the medical products comprising a RFID tag 200 for storing data related to the 
respective medical product, the apparatus comprising: 

a. A reader 42 for reading RFID tags associated with a plurality of medical products 
placed in close proximity to the reader to obtain the data stored in the RFID tags; 

b. A processor 30 coupled to the reader for processing data obtained from the RFID 
tags to identify the medical products. 

The reference fails to disclose substantially simultaneously reading the RFID tags. 
However, this feature is well known in the art as taught in Issacman (col. 7, last paragraph). In 
light of this teaching, it would have been obvious to a skilled artisan to readily recognized using 
a tag reader with ability to read multiple tags substantially simultaneously as in Issacman' s in the 
Chung system because it would be advantageous and desirable to read several tags at the same 
time. 

See figs. 3 and 6 and page 12, para. [0132] to page 4, para, [0136]. 

Claim 2: 

The Chung system has a memory coupled to the processor 30 for storing data associated 
with patient. See front-page figure. 
Claim 3: 
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The processor in Chung's system compares the product identifiers from the data obtain 
from the RFID tags with product identifiers from the data associated with the patient. 
Claim 4: 

The product identifiers used in Chung's is one of the product names and dosages. Para. 

[0056]. 

Claim 5: 

A display 50 is coupled to the processor 30. See fig. 3 
Claim 6: 

Chung discloses an output device coupled to the processor, and wherein the processor 
activates the output device when the processor detects a mismatch between the data obtained 
from the RFID tags and the data associated with the patient. See fig. 5B and [0136]. 

Claim 7: 

The output device in the Chvmg system is a display 50 which is functionally equivalent to 
the at least one of a light indicator or an audio indicator. Furthermore, the use of a light or an 
audio indicator to provide a warning would not constitute an inventive concept because they are 
conventional in the art. 

Claim 8: 

It is not clearly stated in Chung's that the data stored in the RFID tag is obtained when 
the product passes through an entrance to the patient's room. Nonetheless, the reference 
suggests that the product (tracked object) is tracked along a transport path. Thus, it would have 
been obvious to one skilled in the art to read the object RIFD in Chung as it passes the entrance 
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of a patient's room because the system is intended for use to verify that the medication should be 
administer to the right patient. 
Claims 9 and 10: 

In the combined system of Chung and Issacman, it would have been obvious to one 
skilled in the art to use a read pad to provide a surface for placing the medical products because 
the use of a read pad would allow the products to be read simultaneously more easily though not 
necessary. 

Claim 30: 

Chung discloses an apparatus thus a method for identifying a plurality of medical 
products, each of the medical products comprising a for storing data related to the respective 
medical product, the method comprising: 

a. placing the plurality of medical products in close proximity to a RF antenna; 

b. reading the Radio Frequency identification (RFID) tags associated with the 
medical products using the RF antenna to obtain the data stored in the RFID tags; and 

c. identifying each of the plurality of medical products based upon the data obtained 
from the RFID tags. 

See front-page figure. 

The reference fails to disclose substantially simultaneously reading the RFID tags. 
However, this feature is well known in the art as taught in Issacman (col. 7, last paragraph). In 
light of this teaching, it would have been obvious to a skilled artisan to readily recognized using 
a tag reader with ability to read multiple tags substantially simultaneously as in Issacman' s in the 
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Chung system because it would be advantageous and desirable to read several tags at the same 
time. 

Claim 31: 

The method in Chung's further comprises recording administration of the identified 
medical products to a patient using tag 200-Rx. 
Claim 32: . 

The identifying step in Chung's comprises accessing a database to obtain data associated 
with the medical products based upon the data obtained from the RFID tags. 
Claim 33: 

It is not clear in Chung's that the data obtained from the RFID includes location 
identifiers. However, it would have been obvious to one skilled in the art to configure the 
system to relate the product's location with the database to retrieve the product's information as 
desired. This feature would not be considered as an inventive step because it only presents a 
choice in design. 

Claim 34: 

The step in Chung's includes verifying that the patient is intended to receive the plurality 

of medical products by comparing the data obtained from the RFID tags with the data associated 
with the patient. See fig. 6 and para. [0136]. 
Claim 35: 

The Chung system includes a patient RFID tag 200-Rx for uniquely identifying a patient 
intended to receive a medical product. 
Claims 36-37: 



Application/Control Number: 1 0/086, 1 83 Page 8 

Art Unit: 2612 

It is not clearly stated in Chung's that the data stored in the RFID tag is obtained when 
the product passes through an entrance to the patient's room. Nonetheless, the reference 
suggests that the product (tracked object) is tracked along a transport path. Thus, it would have 
been obvious to one skilled in the art to read the object RIFD in Chung as it passes the entrance 
of a patient's room because the system is intended for use to verify that the medication should be 
administer to the right patient. 

Claim 38: 

Chung suggests the use of the system in a healthcare pharmacy; therefore, a transport 
path in Chung could include the pharmacy doorway. Further, the use of the combined system in 
Chung's and Issacman's in a pharmacy would not alter the function of the device, thus, this 
feature does not present a novel or inventive step. 

Claims 39: 

Chung discloses an apparatus for monitoring administration of medical products to a 
patient, each of the medical products comprising a RFID tag 124a for storing data related to the 
respective medical product, the apparatus comprising: 

c. A reader 42 for reading RFID tags associated with a plurality of medical products 
placed in close proximity to the reader to obtain the data stored in the RFID tags; 

d. A processor 30 coupled to the reader 42 for processing data obtained from the 
RFID tags to identify the medical products. 

The reference fails to disclose substantially simultaneously reading the RFID tags. 
However, this feature is well known in the art as taught in Issacman (col. 7, last paragraph). In 
light of this teaching, it would have been obvious to a skilled artisan to readily recognized using 
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a tag reader with ability to read multiple tags substantially simultaneously as in Issacman's in the . 
Chung system because it would be advantageous and desirable to read several tags at the same 
time. 

Claim 40: 

A display in Chung's is coupled to the processor 30 and the processor inherently controls 
the display 50 to display the identified medical products. See fig, 5B 
Claim 41: 

Chung further discloses a network interface 10 (see fig. 2) to the processor 30, and 
wherein the processor is configured for transmitting data obtained from the RFID tags using the 
network interface. See fig. 2. 

Claim 42: 

Processor 30 is configured for receiving a notification via network interface, in response 
to the transmission, indicating whether to administer the identified medical products. See fig. 2. 
Claim 43: 

A display 50 is coupled to the processor 30, and wherein the processor is configured for 
displaying the received notification on the display. 

\^ialui HH> 

An output device, display 50, is coupled to the processor 30, and wherein the processor 
30 activates the output device when the received notification indicates that the identified medical 
products should not be administered. Fig. 5B and para. [0136]. 

Claim 45: 



Application/Control Number: 1 0/086, 1 83 Page 1 0 

Art Unit: 2612 

The output device in Chung does not include least one of a light indicator and an audio 
indicator. However, one skilled in the art would have readily recognized that display 50 
provides an equivalent function of a light indicator to indicate an alarm condition. 

Claims 46-52: 

The rejection of claims 46-52 recites the rejection of claims 39-45. 
Claim 53: 

The reference fails to disclose substantially simultaneously reading the RFID tags. 
However, this feature is well known in the art as taught in Issacman (col. 7, last paragraph). In 
light of this teaching, it would have been obvious to a skilled artisan to readily recognized using 
a tag reader with ability to read multiple tags substantially simultaneously as in Issacman's in the 
Chung system because it would be advantageous and desirable to read several tags at the same 
time. 

Claim 54: 

Chung's method comprises reading the RFID tag associated with the medical product 
when the medical product is placed in close proximity to a reader. It is not clearly stated that the 
reader in the Chung system is a read pad; however, it would have been obvious to one skilled in 

the art to use a read pad m Chung' because it is functioually equivalent to the reader 42. 
Claim 60: 

Chung's method comprises reading the RFID tag associated with the medical product 
when the medical product is placed in close proximity to a reader. It is not clearly stated that the 
reader in the Chimg system is a read pad; however, it would have been obvious to one skilled in 
the art to use a read pad in Chung' because it is functionally equivalent to the reader 42. 
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Claim 61: 

It is not clear whether Chung records administration of the medical product to the patient 
when there is a match between the data obtained from the RFID tags and the data associated with 
the patient. However, it would have been obvious to one skilled in the art to incorporate the idea 
into the Chung system because it would keep a record of the administering of the medical 
product to the particular patient for future purposes. 

Claim 62: 

The Chung reference fails to disclose substantially simultaneously reading the RFID tags. 
However, this feature is well known in the art as taught in Issacman (cbl. 7, last paragraph) In 
light of this teaching, it would have been obvious to a skilled artisan to readily recognized using 
a tag reader with ability to read multiple tags substantially simultaneously as in Issacman's in the 
system of Chung's because it would be advantageous and desirable to read several tags at the 
same time. 

Claim 63: 

The rejection of claim 63 recites the same rejection of claim 1, except it is a method 

claim. 

Claims 64-67: . 

The rejection of claim 64-67 recites the same rejection of claims 3-6, except they are 
method claims. 
Claim 68: 

The rejection of claim 68 recites the same rejection of 8, except it is method claim. 
Claim 69: 
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Chung's method comprises reading the RFID tag associated with the medical product 
when the medical product is placed in close proximity to a reader. It is not clearly stated that the 
reader in the Chung's system is a read pad; however, it would have been obvious to one skilled 
in the art to use a read pad in Chung's because it is functionally equivalent to the reader 42. 

Claim 70: 

It is not clear whether Chung records administration of the medical product to the patient 
when there is a match between the data obtained from the RFID tags and the data associated with 
the patient. However, it would have been obvious to one skilled in the art to incorporate the idea 
into the Chung system because it would keep a record of the administering of the medical 
product to the particular patient for future purposes. 

Applicant's arguments 

5. Applicants have presented the following arguments: 

"It is respectfully requested that the Examiner reconsider her rejections of Claims in the 
Office Action of December 15, 2006, with respect to Chung 2004/0036623, and to review the 
previous responses filed August 15, 2006 and January 17, 2007. The currently cited Chung '623 
published application is based on 13 priority filings as is shown on page 1 thereof, and obviously 
different disclosures in Chung '623 have different priority dates. There clearly is nothing prior to 
Applicants' date of invention which has been established at least as early as September 19, 2001, 
and can be established even earlier if necessary, that can be used to reject the present claims. 
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The only disclosures in the Chung applications earlier than September 19, 2001, relating 
to medication and RFID tags is that in Chung 60/425,596 on pages 3 and 4 thereof, attached as 
Exhibit 1, and in Chung 60/248,454 on pages 8-10, attached as Exhibit 2. These disclosures are 
the same and include a Figure similar to Chung '623 Figure 6. The disclosure in Chung '596 and 
'454 is called a '*dual tag approach" wherein (1) a tag is added to the doctor's prescription, (2) 
medicines are tagged, and (3) the respective tags are compared when the patient presents the 
prescription to the pharmacist for filling. T his has no relationship to the presently claimed 
apparatus and method for monitoring administration of a medical product to a patient; the Chung 
disclosure merely relates to correctly filling a prescription. 

In the claim rejections, the Examiner refers to various paragraphs (e.g., 0132-0136, 0138) 
and Fig. 3, none of which exist in the provisional applications and have a priority date earlier 
than that already established by the Declarations on file; thus, most of this material only has a 
priority date of October 9, 2001, except for the disclosures in Exhibit T and 2 from Chung '596 
and '454." 

Response to Applicant's arguments 

6. Applicant's arguments have been fully considered but they are not persuasive. 

The rejection is based on the provisional application 60/248454 which has a filing date of 
November 14, 2000. The "Other Dual Tag Applications" reads the tag on medication when it is 
given to a patient through an electronic reader gate, access data associated with a patient on the 
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prescription tag and verify that the right medication is dispensed to the right person, as clearly 
stated the paragraphs describing the dual tag applications in Chung. How the claimed method 
and apparatus are met or obvious by Chung has been clearly addressed in the rejection. Also it 
should be noted that pharmacy prescription filling is ALSO a way of monitoring administration 
of medical product to a patient. Furthermore, "monitoring administration of medical product to 
a patient" is only the intended use/method because it is only stated in the preamble of the claims. 

The Applicant's argument is thus not persuasive and therefore the rejection is maintained. 

Conclusion 

7. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the maihng date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 
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8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to whose telephone number is 571-272-2978. The examiner can 
normally be reached on MaxiFlex. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Daniel Wu can be reached on 571-272-2964. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




Julie Lieu 
Primary Examiner 
Art Unit 2612 
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